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DETAILED ACTION 



1. This action is responsive to communications: The Amendment filed 10/29/04 to the 
original Application filed on 09/28/01 which claims foreign priority to French application 
0012397 filed on 09/29/00. 

2. Claim 14 was added as necessitated by Amendment. 

3. The objection to the Specification has been withdrawn as necessitated by Amendment. 

4. The objection to the Abstract has been withdrawn as necessitated by Amendment. 

5. The objection to claims 4-13 as being improperly multiple dependent claims have been 
withdrawn as necessitated by Amendment. 

6. The rejection of Claims 1-2 under 35 U.S.C. 102(e) as being anticipated by Berke (US: 
6,629,092 09/30/03) has been withdrawn as necessitated by Amendment. 

7. The rejection of Claim 3 under 35 U.S.C. 103(a) as being unpatentable over Berke (US: 
6,629,092 09/30/03) in view of Kirkpatrick et al (US: 2001/0042022 1 1/15/01) has been 
withdrawn as necessitated by Amendment. 

8. Claims 1-14 are pending in the case. Claims 1 and 14 are independent claims 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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10. Claims 1-2 and 6-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Berke (US: 6,629,092 09/30/03) in view of Coakley (US-2002/01941 16 12/19/02). 

-In regard to independent claim 1 , Berke teaches a process for registering a trademark by 
means of a local computer (Fig. 2: 4) connected to a remote computer (Fig. 2: 8) via a computer 
Internet network (Fig. 2: 6)(column 4, lines 58-65) performing the following steps in order: 

entering the trademark (columns 3 & 4, 30-32 & 15-19); 

selecting the products or "goods" to which the trademark applies (column 3, lines 30-32); 

validating the entry and the selection (column 3, lines 32-36); 

sending (storing) the validated entry and selection to the remote computer (column 3, 
lines 36-38) via the network (column 3, lines 19-25). 

Berke also teaches wherein selecting the products or "goods" to which the trademark 
applies could be a list of registered synonyms for each product or a selecting from an accurate 
existing database such as Federally registered Trademarks or a list of Common Law trademarks 
(column 6, lines 43-57). Berke does not specifically teach wherein the selecting of products or 
"goods" was from at least one official class of products and services. Coakley teaches wherein 
International trademark classifications were known to classify trademark goods and services 
(Page 2: Paragraph 0015: "International trademark class 25 which is related to clothing"). It 
would have been obvious to one of ordinary skill in the art at the time of the invention for Berke 
to have used a official class of products and services, because Coakley teaches using the official 
class was an internationally recognized standard for classing products and services of a 
trademark (Page 2: Paragraph 0015) and would be an "accurate" database as described in Berke 
(column 6, lines 52-57). 
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-In regard to dependent claim 2, Berke teaches wherein at step of storing the trademark 
and goods (column 3, lines 36-38) at the remote server computer (Fig. 2: 8) was implemented 
through cooperation between the local (Fig. 2: 4) and remote computer (Fig. 2: 8) via entering 
and sending the information between the two computers over the network. 

-In regard to dependent claims 6 and 7, Berke teaches selecting the products or "goods" 
to which the trademark applies could be a list of registered synonyms for each product or a 
selecting from an accurate existing database such as Federally registered Trademarks or a list of 
Common Law trademarks (column 6, lines 43-57). Berke does not specifically teach choosing a 
heading of at least one official class of products or services or choosing a number of an official 
class and displaying a corresponding number of the class or displaying a corresponding heading 
of the class respectively. As discussed above in regards to claim 1, Coakley teaches wherein 
International trademark classifications were known to classify trademark goods and services 
(Page 2: Paragraph 0015: "International trademark class 25 which is related to clothing"). It 
would have been obvious to one of ordinary skill in the art at the time of the invention for Berke 
to have used and displayed an official class of products and services and it's corresponding 
number, because Coakley teaches using the official class was an internationally recognized 
standard for classing products and services of a trademark (Page 2: Paragraph 0015: Class" 
"Clothing" Corresponding Number "25") and would be an "accurate" database as described in 
Berke (column 6, lines 52-57). 
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-In regard to dependent claim 8, Berke teaches: 

entering at least one freely chosen wording (column 8, lines 6-7)(Fig. 5: 62); 
Berke also teaches comparing said at least on freely chosen words with potentially 
synonymous wordings (column 7, lines 44-52). Berke does not teach comparing said chosen 
wording with the potential wordings contained in a file; displaying wordings proposed from 
among the potential wordings; selecting at least one wording from among the wordings 
proposed; and displaying the number of the official class corresponding to the wording selected. 
Coakley teaches comparing said chosen wording with the potential wordings contained in a file 
(Page 4: Paragraphs 0039-0040); displaying wordings proposed from among the potential 
wordings (Page 4: Paragraphs 0039-0040); selecting at least one wording from among the 
wordings proposed (Page 4: Paragraphs 0039-0040); and displaying the number of the official 
class corresponding to the wording selected (Page 4: Paragraphs 0039-0040). It would have been 
obvious to one of ordinary skill in the art at the time of the invention for Berke to have utilized 
the above features of Coakley, because Coakley teaches that said steps would provide the 
benefits of better locating trademarks (Page 4: Paragraph 0040) which would allow the 
trademark registration of Berke to better classify said trademark's goods and services. 

-In regard to dependent claim 9, Berke does not teach wherein the file contains the 
wordings of the official classification of trademarks and the number of the class corresponding to 
each wording. Coakley teaches wherein the file contains the wordings of the official 
classification of trademarks and the number of the class corresponding to each wording (Page 3: 
Paragraph 0032 & Page 4: Paragraphs 0039-0040)(Fig. 3a: 32 & Fig. 3b: 179). As discussed 
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above, it would have been obvious to one of ordinary skill in the art at the time of the invention 
for Berke to have utilized the above features of Coakley, because Coakley teaches that said steps 
would provide the benefits of better locating trademarks (Page 4: Paragraph 0040) which would 
allow the trademark registration of Berke to better classify said trademark's goods and services. 

-In regard to dependent claim 10, Berke does not teach wherein the file further includes 
additional wordings not featuring the official classification of trademarks and the number of the 
class corresponding to each of these additional wordings. Coakley teaches wherein the file 
further includes additional wordings not featuring the official classification (Fig. 3b: 179: 
"keywords")(Page 4, Paragraph 0040) of trademarks and the number of the class corresponding 
to each of these additional wordings (Page 4, Paragraph 0040). As discussed above, it would 
have been obvious to one of ordinary skill in the art at the time of the invention for Berke to have 
utilized the above features of Coakley, because Coakley teaches that said steps would provide 
the benefits of better locating trademarks (Page 4: Paragraph 0040) which would allow the 
trademark registration of Berke to better classify said trademark's goods and services. 

-In regard to dependent claim 1 1, Berke teaches using comparison software permitting a 
display of proposed wording identical with the freely chosen wording (column 6, lines 45-57; 
column 7, lines 44-52). 

-In regard to dependent claim 12, Berke teaches wherein the comparison permits the 
display of a proposed wording including the freely chosen wording (column 6, lines 43-51). In 
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addition, Coakley teaches displaying the proposed wording synonymous with the freely chosen 
word (Page 4 5 Paragraphs 0039-0040). 

-In regard to dependent claim 13, Berke teaches wherein the software permits the display 
of a proposed wording synonymous with the freely chosen wording (column 6, lines 43-51). In 
addition, Coakley teaches displaying the proposed wording synonymous with the freely chosen 
word (Page 4, Paragraphs 0039-0040). 

-In regard to independent claim 14, Berke teaches a local computer connected to a remote 
computer via a computer network including the following steps performed on the local 
computer: 

entering a trademark (columns 3 & 4, 30-32 & 15-19); 

entering at least one freely chosen wording for describing the products or services 
to which the trademark applies (columns 3 & 8, lines 30-32 & 6-7); 

validating the entry and the selection (column 3, lines 32-36); 

sending the validated entry and selection to a remote computer (column 3, lines 
36-38) via the computer network (column 3, lines 19-25)(Fig. 1:6). 

Berke does not teach comparing said freely chosen wording with potential wordings 
contained in a file of at least one official class; displaying proposed wordings from among the 
potential wordings; selecting at least one wording from among the proposed wordings; 
displaying a number of the official class corresponding to the wordings selected. Coakley 
teaches comparing said freely chosen wording with potential wordings contained in a file of at 
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least one official class (Page 4: Paragraphs 0039-0040); displaying proposed wordings from 
among the potential wordings (Page 4: Paragraphs 0039-0040); selecting at least one wording 
from among the proposed wordings (Page 4: Paragraphs 0039-0040); displaying a number of the 
official class corresponding to the wordings selected (Page 4: Paragraphs 0039-0040)(Fig. 3b: 
179). It would have been obvious to one of ordinary skill in the art at the time of the invention 
for Berke to have utilized the above features of Coakley, because Coakley teaches that said steps 
would provide the benefits of better locating trademarks (Page 4: Paragraph 0040) which would 
allow the trademark registration of Berke to better classify said trademark's goods and services. 

Berke also does not teach wherein all the steps were local to the computer (i.e. the 
validating step requires access the web based database). It would have been obvious to one of 
ordinary skill in the art at the time of the invention for Berke to have performed all the steps of 
the invention on a local computer, because it was notoriously well known at the time of the 
invention that performing actions local to a computer would reduce computation time by 
eliminating the need to communicate back and forth over a network with a remote 
computer/database. 

11. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Berke (US: 
6,629,092 09/30/03) in view of Coakley (US-2002/01941 16 12/19/02) in further view of 
Kirkpatrick et al (US: 2001/0042022 1 1/15/01). 

-In regard to dependent claim 3, Berke teaches validating the mark by checking the 
remote server computer if the combination of the mark and the goods associated with the mark 
were unique (column 3, lines 30-36), wherein once they were considered unique they were 
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transmitted to the remote computer and stored (column 3, lines 36-38). Berke does not teach 
wherein the validated entry and selection are re-transmitted from the remote computer to another 
remote computer by electronic mail. Kirkpatrick et al teach sending an email notification (Fig. 
1: 28a-b) of product registration from a remote computer (Fig. 1: 16) to another remote computer 
(Fig. 1: 18a-b)(pp. 3: Paragraph 0026). It would have been obvious to one of ordinary skill in 
the art at the time of the invention for Berke to have sent an email notification to another remote 
computer as shown in Kirkpatrick et al, because Kirkpatrick et al teaches that the second remote 
computer may provide the local user computer the benefit of a verified acknowledgement that 
the registration process had been completed and accepted (pp. 3: Paragraph 0026). 

12. Claims 4-5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Berke (US: 
6,629,092 09/30/03) in view of Coakley (US-2002/01941 16 12/19/02) further in view of 
Government Liaison Services, Inc "Basic Facts About Registering A Trademark", 07/02/98, pp. 
1 -8, http://web.archive.Org/web/l 9980702050742/http://ww.trademarkinfo.com/basic.html 
(Hereafter "Basic Facts"). 

-In regard to dependent claim 4, Berke does not teach scanning in a model of the 
trademark. Coakley teaches wherein the trademark data structure containing information 
regarding a stored trademark include a model ("drawing") of the stylized mark (Page 3: 
Paragraph 0032). However Coakley does not teach scanning in a model of the trademark. Basic 
Facts teach wherein a model ("drawing") of the mark must be included in a registration 
application (Page 6: "Filling Requirements"). It would have been obvious to one of ordinary 
skill in the art at the time of the invention for Berke to have included a scanned model 
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("drawing") of the mark, because Basic Facts teach that all trademark registration application 
need a drawing of the mark of the application will not receive a filing data (Page 6: "Filling 
Requirements"). It also would have been provided the benefit of determining if the mark (i.e. 
when not just text based) was unique and thus available to be registered (column 7, lines 38-52). 

-In regard to dependent claim 5, Berke teaches transmitting to a remote computer 
(column 3, lines 36-38) (Fig. 2: 8) the mark and the associated goods of the mark via a computer 
network (Fig. 1 : 6). As discussed above in the rejection of claim 4, it would have been obvious 
to one of ordinary skill in the art at the time of the invention for Berke to have included a 
scanned model ("drawing") of the trademark with the mark and the goods and services, because 
Basic Facts teach that all trademark registration application need a drawing of the mark of the 
application will not receive a filing data (Page 6: "Filling Requirements"). It also would have 
been provided the benefit of determining if the mark (i.e. when not just text based) was unique 
and thus available to be registered (column 7, lines 38-52). 

Response to Arguments 

13. Applicant's arguments with respect to claims 1-14 have been considered but are moot in 
view of the new ground(s) of rejection. 



Conclusion 
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14. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

1 5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

US-6,470,3 1 8 1 0-2002 Coakley, Lisabeth H 

BohamLaw, "Trademarks, Service Marks, and Classification", pp. 1-3, 10/13/99, 
http://web.archive. org/web/1 999 1 0 1 320063 5/http://www. bohanlaw. com/tmvsm. html 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Adam L Basehoar whose telephone number is (571)-272-4121. 
The examiner can normally be reached on M-F: 7:00am - 4:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steve Hong can be reached on (571) 272-4124. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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